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Amendment * to the Drawings; 



The attached replacement sheets of drawings include changes to Figs. 5A, 6A, 5E, 6E, 1 1C 
and 12G. These sheets replace original sheets 14/41, 18/41, 26/41 and 29/41. 



Attachment: 4 Replacement Sheets 

4 Annotated Marked-up Drawing Sheets 
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RFMARKS / ARGUMENTS 

For the convenience of the Examiner and clarity of purpose, Applicant has 

reprinted the substance of the Office Action in 10-point balded and italicized font. Applicant's 
arguments immediately follow in regular font. 

The Preliminary Amendments filed 27 Febna^^ 

22 November 2004 have been entered and considered with the Office Action 

below. 

Applicant thanks the Examiner for her efforts on this application. 

L The drawings are objected to because the following fe™* 0 "" 
include any reference numbers which are "jured for jomple* 
understanding of the claimed invention: 5A, 6A, SE, 6E, 11C, ana u <* 
ReZetce numbers should be added to the figures and, if not already found in 
thesZTncation, added to the specification. A proposed drawing correction or 
coZ "d tZngs are reaulred in reply to the Office action to avoid 
Abandonment o/the application. The objection to the drawings will not be 
held in abeyance. 

Figures 5A, 6A, 5D and 6E have been amended by adding reference numerals. Support 
for these amendments may be found in, for example, paragraphs [0050] through [0052]. 

Figure 11C has been amended by adding reference numerals. Support for this 
amendment may be found in, for example, paragraph [0068]. 

Figure 12G has been amended by adding a reference numeral. Support for this 
amendment may be found in, for example, paragraph [0069]. 

Applicant contends that the amended drawings comply with Rules 81, 83 and 84. 
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, The drawing are objected to because of the following informalities: 
1£J. only one figure shoving ,he change ,n postuen. 

Applies, does no. My understand toe substance of this objection or what corrective 
action the Examiner contends. Applicant contends that Figures 5A through 5E comprise 
partia. views (in accordance with Ru,e 84(h)(2)) of a cross-sectional side view of a pressure 
actuated device (PAD) va,ve shown in an open configuration. Figures 6A through 6E comprise 
partial vtews (in accordance with Rule 84(h)(2)) of a cross-sectiona. side view of the PAD valve 
of Figures 5A through 5E shown in a close4 configuration. These series of partia, views are 
shown adjacent one another to better il.ustrate the structure and functioning of .his particular 
embodiment of the invention. Applican. con.ends that no correction is necessary and no 
amendments .o tire drawings have been made in response to this objection. 



A The abstract of the disclosure is objected to because the abstract does 

See MPEP§ 608.0 1(b). 



The Abstract has been amended. 



a The disclosure is objected to because of the following informalities: 

We CrossZlfwnTZplaL sHoM b€ Updat6d t0 include f epatent 
numZof t 'parent application. Appropriate correction Is reared. 



The cross-reference to other applications has corrected. 
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7 . Claims 32, 37, and 45 are objected to because of the following 
informalities: 

Claim 32 is objected to because it is the opinion of the examiner that applicant 
Claim 51 is oojetivu w treating it as such for the 

intended the claim to depend from claim 27 and is treating 

purposes of examination. 

The Examiner is correct Cairn 32 should dcpeod directly from e.aim 27 arrd no, claim 
26. Claim 32 has been amended accordingly. 

Claim 37 recites the limitation "the Paction screen" in line L 
There is insufficient antecedent basis for this limttatton m the clam. 

U* dependency of claim 37 has been changed from claim 27 to claim 36. 

Claim 45 is objected to because it is the opinion of the examiner that 

Again, the Examiner is correc,. Claim 45 should depend drrccdy from Cairn 44 and no. 
claim 38. claim 45 has been amended accordingly. 



« Gains 37-«, «» "" ">""* " mm 

Rcrtmz cl-im IT. Bilsm.n discloses a, isclato* system HM 

Applicant disagrees w«h the Examiner's characterization of what Htlsman discloses, 
open (or shift) by interfering with and reacting against the packer s.eeve 28, 228 when the grave, 
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the external sleeve 44, 244 can be considered a "tool shiftable valve." Hilsman nowhere 
discloses or teaches using a "tool" to shift the external sliding sleeve. Applicants do not 
understand the gravel packing tool 210 or the packer sleeve 228 of Hilsman to be a "tool" for 
shifting the external sleeve 44, 244. Also note that Applicant disagrees that Hilsman's gravel 
packing tool 210 is properly considered an "isolation system" or "isolation pipe." The gravel 
packing tool 210 may be used with an isolation system, but it is not an isolation system. 

In contrast, claim 27 requires a "tool shiftable valve" (emphasis added). As disclosed in 
the specification at paragraph [0066] and as generally understood in the art, a "tool shiftable 
valve" refers generally to a valve that requires a separate tool, such as a cross over tool or service 
tool, for engagement with the valve (or some portion of the valve assembly) for shifting the 
valve from one state to another, such as opened to closed. Hilsman does not disclose the use of a 
tool to shift the external sleeve 44, 244 and Hilsman does not teach that the external sleeve 44, 
244 may be adapted to shifting by such a tool. Thus, among other things, Hillsman does not 
disclose a "tool shiftable valve" as recited in claim 27 (emphasis added). Applicant contends 
that claim 27 as presented patentably distinguishes over Hilsman. Claim 27 has not been 
amended in response to this rejection. Reconsideration of this rejection is requested. 

Regarding claim 28: The tool shiftable valve is a sliding sleeve that is movable 
between an open and closed position. 

As discussed with respect to claim 27, the external sleeve 44, 244 of Hilsman is not 
properly considered to be a "tool shiftable valve." Because claim 28 depends from claim 27 and 
because Applicant contends that claim 27 is patentable over Hilsman, claim 28 is likewise 
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ri,ic rHection Reconsideration is requested, 
patentable and has not been amended m response to tins rejection. R 

. ,„ *o aj dX- The svstem, and the sleeve, is inserted into 

and opening the pressure activated valve. 

Appll ca„, aua.ee, w.tn the Examiner, — — ° f "« " " " 
s „ ,0 ^ose op^ g *e — e e, 0OT e va,ve 6 . 

^pressure toc.oseotftne .eve.ee— ports 7, . se, ,e pae,e, See H^an, eo, «, 
tas 19 _ 24 ("As can oe seen thnousn a revrew of the F.GS. 6 and 7, the — o ctosute vaive 

«^-----■«■•^- > - , - , * , • ,,, *" , ** - " 

any gravel packing operation can occur. 

In contrast, Cain, 20 recites that the preasore activated vaive is operated after a stave, 
packing operation. For a, « *ese reasons, Apphcant suhm.ts tha, this cMtn ,s p— 

tended in response .0 this rejection. Reconsideration is requested. 
^AppHcant — herein are patent over Hdsn^. Reconsideration is rented. 
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See Hi^an, coi. 6, .n, 2 - 7. Hflsnran does no. disCose or teach how dte — c vaWe 68 

to this rejection. Reconsideration is requested. 

.H, CM. SO: ne „,pe MM. . f* «• — 
when the sleeve is in the open position. 

■ , „u; m 97 which Applicant contends is patentable over 
Claim 30 depends indirectly from claim 27, which Appuc 

■ u . ru\m 10 has not bee amended in response to this 
Hilsman for at least the reasons stated above. Claim 30 has 

rejection. Reconsideration is requested, 
system. 

Cairn 37 recites that the "production screen is wrapped around the outside of the pressure 
prod uce fluids from the weH. Thus, even thoush a screen may used with the HUsnran .avei 
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abov . Calm 37 has no, been amended in response to this rejection. Re— ton ts 
requested. 

through the use of pressurized fluid. 

As discussed above, Applicant disagrees with the Examiner's characterization of what 

by pressurizing the valve after it has been closed. See Hilsman, col. 6, Ins. 2 - 7. 

Apphcan, contends tha, Calm 38 is patent* distinct from what Hilsman discloses and 
.eaches. Cainr 38 has no. been amended in response ,0 thts region. Reconsiderauon ,s 
requested. 

Applicant contends that Hilsman's gravel pack tool 210 is not an isolation string. Further, 

t t„l above Claim 41 has not been amended in response to this rejection, 
least the reasons stated above. Claim hi naa 

Reconsideration is requested. 
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Regarding claim 39. The opening of the pressure activated valve occurs 
while the sleeve is in the wellbore. 

As discussed above, once Hilsman's automatic valve 68 has been pressurized and closed, 
a locking pawl 86 secures the automatic valve in the closed position. Hilsman does not disclose 
or teach opening the automatic valve thereafter by pressurizing the valve. See Hilsman, col. 6, 
Ins. 2-7. 

Applicant contends that claim 39 is patentably distinct over Hilsman. Further, claim 39 
depends from claim 38, which Applicant contends is patentable over Hilsman for at least the 
reasons stated above. For at least these reasons, Claim 39 has not been amended in response to 
this rejection. Reconsideration is requested. 

Regarding claim 43. The system allows production fluid to flow through the 
valves. 

Applicant understands this rejection to be directed at claim 42 instead of 43. Applicant 
contends that Hilsman's gravel pack tool 210 is removed from the wellbore prior to production. 
See Hilsman, col. 5, In. 28-31 ("Following completion of the gravel packing operation, the 
service tool 10 may be withdrawn by merely lifting it through the packer sleeve 28.") 

Based on this understanding of Hilsman, Applicant contends that claim 42 is patentably 
distinct over Hilsman. Further, claim 42 depends from claim 38, which Applicant contends is 
patentable over Hilsman for at least the reasons stated above. For at least these reasons, claim 42 
has not been amended in response to this rejection. Reconsideration is requested. 
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Regarding claims 43, 49 The tool shiftable valve is moved using a shifting 
tool (6:55-67), which is removed after the sleeve longer, needs to be moved. 

Applicant disagrees with the Examiner's characterization of what Hilsman discloses and 

teaches. Applicant contends that Hilsman does not disclose or teach using a shifting tool to open 

the external sleeve 44, 244. In Hilsman, retracting the gravel pack tool 210 causes the external 

sleeve (actually the snap ring 248) to bang against the packer sleeve 228. Further upward 

movement opens the external sleeve 44, 244. Applicant does not consider the gravel packing 

tool 210 or the packer sleeve 228 to be a "shifting tool" or the external sleeve to be a "tool 

shiftable valve." 

Thus, Applicant contends that claims 43 and 49 are patentably distinct over Hilsman. 
Further, claim 43 depends from claim 38 and claim 49 depends from claim 46, both of which 
Applicant contends are patentable over Hilsman for at least the reasons stated above. For at least 
these reasons, neither claim 43 nor claim 49 has been amended in response to this rejection. 
Reconsideration is requested. 

Regarding claim 46: Hilsman further discloses a method for using the above 
system. The method involves the following steps: Inserting the system into the 
wellbore. Setting the system in the wellbore adjacent perforations. Shifting 
the sleeve. Opening the pressure activated valve through the use of 
pressurized fluid. Producing fluid through tubing in the wellbore. 

Applicant disagrees with the Examiner's characterization of what Hilsman discloses and 

teaches. For example, as discussed above, Applicant contends that Hilsman does not disclose or 

teach "shifting the tool shiftable valve with a shifting tool." Also, as discussed above, Applicant 

contends that Hilsman does not disclose or teach, "opening the pressure activated valve." 
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For at least these reasons, Applicant contends that claim 46 is patentably distinct over 
Hilsman. Claim 46 has not been amended in response to this rejection. Reconsideration is 
requested. 

10. Claims 1 and 23-26 are allowed. 

Applicant thanks the Examiner for her efforts in reviewing and allowing these claims. 

11. Claims 3 1-36, 44, 45, and 50-54 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any intervening 
claims. 

Applicant thanks the Examiner for her efforts in reviewing these the patentability of 
claims. At this time, Applicant elects not to rewrite these claims in favor of the arguments 
presented herein for patentability of the independent claims. 

12. The prior art made of record and not relied upon is considered 
pertinent to applicant's disclosure. The remaining references made of record 
disclose various wellbore valve and valve systems. 

Applicant has no comment at this time concerning the references made of record but not 
relied on. 
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New Claims 

Applicant has presented new claims 55 through 65. While not identical in form or scope, 
claims 53 and 60 are modeled after claim 27, claim 64 is modeled after claim 38 and claim 65 is 
modeled after claim 46. Applicant contends that these claims are allowable over the prior art of 
record. 

Information Disclosure Statement 

Submitted herewith are several Form 1449s listing information for consideration by the 
Examiner. Because this application was filed after June 30, 2003, and in accordance with the 
OG Notice dated August 5, 2003, copies of all U.S. Patents and Published Applications do not 
accompanying the IDS. 

Also submitted herewith is a chart showing the interrelationship of this application with 
other issued and co-pending applications, in compliance with MPEP 2001.06(b). A significant 
portion of the information cited in the IDS submitted herewith comes from these related 
applications. 

Conclusion 

The only fee thought to be due for this paper and its related submissions in the fee set 
forth in 37CFR § 1.17(p) in the amount of $180 for submission of the IDS. If Applicant's belief 
is in error and one or more fees are due, the Commissioner is hereby authorized to change any 
fee necessary to make this and related papers timely and effective to deposit account 12-1322 
(020569-05007). 



Page 24 of 25 



Appl.No. 10/788,833 
Amdt. dated 03/22/2005 
Reply to Office action of 12/22/2004 



P804-1242E-US 



Applicant thanks the Examiner for her consideration and effort on this matter and submits 
that this application is now in condition for allowance. Applicant respectfully requests that a 
timely Notice of Allowance be issued in this case. The Examiner is invited to call the 
undersigned with any questions concerning this application. 



Respectfully submitted, 




LLP 



Albert^ Deaver, Jr. 
Reg. No. 34,318 
Tel.: (713) 226-1141 
adeaver@lockeliddell.com 



HOUSTON: 020569.05007: 986354vl 
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Provisional 

SN: 60/097,449 
File date: 08-21-1998 



NP 

Method and apparatus 
for production using 
a pressure actuated 
circulating valve 
US Patent: 6,397,949 
SN: 09/378,384 
File date: 08-20-1999 
Issued: 06-04-2002 
Examiner: Gay 




Multizone completion strings 
and methods for multizone 
completions 
US Patent: 6,722,440 
SN: 10/004,956 
Filedate:12-05-2001 
Issued: 04-20-2004 
Examiner: Gay 



Washpipeless isolation 
strings and methods 
for isolation 
Pending Appl. 
SN: 10/364,945 
File date: 02-12-2003 
Examiner: Gay 





CONT 



Provisional 

SN: 60/251,293 
File date: 12-05-2000 




CIP 



Double Pin Radial 
Flow Valve 
Pending Appl. 

SN: 10/364,941 
File date: 02-12-2003 
Examiner: Gay 



Washpipeless isolation 
strings and methods 
for isolation with object 
holding tool 
Pending Appl. 
SN: 10/712,153 
File date: 11-13-2003 
Examiner: Unassigned 



System and method for 
downhole operation using 
presure activated valve and 
sliding sleeve 
Pending Appl. 
SN:10/788,833 
File date: 02-27-2004 
Examiner: Gay 
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